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earned patent term adjustment. See 37 CFR 1.704(b). 
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6) E3 Ciaim(s) 1-24 is/are rejected. 
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1 . Claims 1-24 are presented for examination. 

DETAILED ACTION 
Specification 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: "Intelligent mail gateway". 

Information Disclosure Statement 

The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609.04(a) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper." Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have not been 
considered. 

Claim Rejections - 35 USC §112 
Claims 1-4 are recites the limitation "said manager" in Claim 1, Lines 6. There is 

insufficient antecedent basis for this limitation in the claim. 

Claims 5-14, are recites the limitation "said messages" in Claim 1, Lines 6. There is 

insufficient antecedent basis for this limitation in the claim. 

Claims 15-24 have similar problem as Claims 5-14, correction is required. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

» 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1, 4, 5, 6, 15 and 16 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Spear (US 2003/0149726). 

2. Referring to Claims 1, 4, 5, and 15, Spear disclosed storing received e-mail messages 
prior to forwarding said messages to inboxes of respective mail servers (refer to 0026, gateway 
comprising the mail queue); detecting an impairment to delivering said messages to said inboxes 
(refer to 0029, amount of damage a particular damage or unwanted messages in the queue, refer 
to 0029); identifying senders for selected one of said messages (refer to 0030, Lines 11-12); and 
forwarding a notification of said impairment to said identified senders (refer to 0030, Lines 11- 
12, sent back the original messages as a type of notification of said impairment). 

3. Referring to Claims 6 and 16, Spear disclosed wherein said storing step comprises the 
step of queuing received e-mail messages prior to forwarding said messages to inboxes of 
respective mail servers (refer to 0026). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 7, 8, 17, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Spear (US 2003/0149726) in view of Shuster (US 2002/0023135). 

4. Referring to Claims 7, 8, 17, and 18, Spear disclosed wherein said detecting step 
comprises the step of consulting a data store of state information that already have identified 
impairment (refer to 0033). 

Although Spear disclosed the invention substantially as claimed, Spear is silence regarding 
consulting a data store of state information for selected ones of said respective mail servers to 
call an already identified impairment. 

Shuster, in an analogous art disclosed consulting a data store of state information for selected 
ones of said respective mail servers to call an already identified impairment (refer to 0039, Lines 
17-22). 

Hence, providing consulting a data store of state information for selected ones of said respective 
mail servers to call an already identified impairment disclosed by Shuster, would be desired for 
users to utilize due to the fact it can save loading time and efficiently eliminate junk mail frorn 
the mail system (refer to 0009). 
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Therefore, at the time of the invention, it would have been obvious to one of ordinary skill in the 
art to modify the system of Spear by including the features disclosed by Shuster that efficiently 
improve the overall functionality of the system. 

Claims 9, and 19, are rejected under 35 U.S.C. 103(a) as being unpatentable over Spear 
(US 2003/0149726) in view of Eguchi (US 2001/0040694). 

5. Referring to Claims 9 and 19, although Spear disclosed the invention substantially as 
claimed, Spear is silence regarding: wherein said detecting step comprises the steps of: 
attempting to transmit said messages; and, concluding the existence of an impaired state when 
said attempt fails. 

Eguchi in an analogous art disclosed attempting to transmit said messages (refer to 0014); and, 
concluding the existence of an impaired state when said attempt fails (refer to 0014). 
Hence, providing steps of detecting by concluding the existence of an impaired state by 
attempting to transmit said messages disclosed by Eguchi, would be desired forusers to utilize 
due to the fact that (refer to 0009) it save time providing a kind of receipt from the recipients 
knowing that whether or not they can receive proper messages. 

Therefore, at the time of the invention, it would have been obvious to one of ordinary skill in the 
art to modify the system of Spear by including the features disclosed by Eguchi that efficiently 
improve the overall functionality of the system. 
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Claims 3* 10, 1 1, 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Spear (US 2003/0149726) in view of Pearson et al hereinafter Pearson (US 2005/0235360). 

6. Referring to Claims 3, 10, 1 1, 20 and 21, although Spear disclosed the invention 
substantially as claimed, Spear is silence regarding: wherein said step of identifying comprising 
the step of identifying only priority senders (refer to 0020). 

Pearson, in an analogous art disclosed, wherein said step of identifying comprising the step of 
identifying only priority senders (refer to 001 1). 

Hence, providing step of identifying only priority sender disclosed by Pearson, would be desired 
for users to utilize due to the fact it eliminate non priority senders and saving processing time 
(refer to 0009). 

Therefore, at the time of the invention, it would have been obvious to one of ordinary skill in the 
art to modify the system of Spear by including the features disclosed by Pearson that efficiently 
improve the overall functionality of the system. 

Claims 12, 13, 14, 22, 23, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Spear (US 2003/0149726) in view of Generous et al hereinafter Generous (US 
20020120697). 

7. Referring to Claims 12, 13, 14, 22, 23, and 24: although Spear disclosed the invention 
substantially as claimed, Spear is silence regarding: 
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wherein for each of said identified senders, formatting a notification comprising both a statement 
of said impairment and an alternate e-mail address for use in retransmitting a corresponding one 
of said messages; and, forwarding said detailed notification to said identified senders. 
Generous, in an analogous art disclosed, wherein for each of said identified senders, formatting a 
notification comprising both a statement of said impairment and an alternate e-mail address 
(refer to 0372) for use in retransmitting a corresponding one of said messages (refer to 0341- 
0349); and, forwarding said detailed notification to said identified senders (0341-0349). 
Hence, providing step of formatting a notification comprising both a statement of said 
impairment and an alternate e-mail address for use in retransmitting a corresponding one of said 
messages; and, forwarding said detailed notification to said identified senders disclosed by 
Generous, would be desired for users to utilize due to the fact it provides the fastest time and 
proper knowledge of how to retransmit the messages to the proper destination. 
Therefore, at the time of the invention, it would have been obvious to one of ordinary skill in the 
art to modify the system of Spear by including the features disclosed by Generous that efficiently 
improve the overall functionality of the system. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Spear (US 2003/0149726) 
in view of Katagiri et al hereinafter Katagiri (US 20020073364) in further view of Generous et 
al hereinafter Generous (US 20020120697). 

8. Referring to Claim 2, although Spear disclosed the invention substantially as claimed, 
Spear is silence regarding: disclosed message generation logic programmed to format 
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notifications for said senders which indicates at least one of an estimated down time of said mail 
server; an estimated time when said delivery will no longer be impaired; and an alternate e-mail 
address with which said selected one of said senders can retransmit said messages to 
corresponding intended recipients. 

Katagiri, in an analogous art disclosed message generation logic programmed to format 
notifications for said senders which indicates at least one of an estimated down time of said mail 
server (refer to 0076); an estimated time when said delivery will no longer be impaired (refer to 
0065); 

Hence, providing step of disclosed message generation logic programmed to format notifications 
for said senders which indicates at least one of an estimated down time of said mail server; an 
estimated time when said delivery will no longer be impaired disclosed by Katagiri, would be 
desired for users to utilize due to the fact that providing senders the additional information 
indicating the problem of the system in order to safe time and allow users to think of alternative 
ways to perform further communication. 

Therefore, at the time of the invention, it would have been obvious to one of ordinary skill in the 
art to modify the system of Spear by including the features disclosed by Katagiri that efficiently 
improve the overall functionality of the system. 

although Spear and Katagiri disclosed the invention substantially as claimed, both is silence 
regarding: an alternate e-mail address with which said selected one of said senders can retransmit 
said messages to corresponding intended recipients. 

Generous, in an analogous art disclosed an alternate e-mail address with which said selected one 
of said senders can retransmit said messages to corresponding intended recipients (refer to 0372). 
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Hence, providing step of formatting a notification comprising both a statement of said 
impairment and an alternate e-mail address for use in retransmitting a corresponding one of said 
messages; and, forwarding said detailed notification to said identified senders disclosed by 
Generous, would be desired for users to utilize due to the fact it provides the fastest time and 
proper knowledge of how to retransmit the messages to the proper destination. 
Therefore, at the time of the invention, it would have been obvious to one of ordinary skill in the 
art to modify the system of Spear by including the features disclosed by Generous that efficiently 
improve the overall functionality of the system. 



Conclusion 

9. Examiner's Notes: Examiner has cited particular columns and line numbers in the 
references applied to the claims above for the convenience of the applicant. Although the 
specified citations are representative of the teachings of the art and are applied to specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested from the applicant in preparing responses, to fully consider the references 
in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the Examiner. In the case of amending the 
claimed invention, Applicant is respectfully requested to indicate the portion(s) of the 
specification which dictate(s) the structure relied on for proper interpretation and also to verify 
and ascertain the metes and bounds of the claimed invention. 
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1 0. A shortened statutory period for reply to this Office action is set to expire THREE 
MONTHS from the mailing date of this action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Karen C. Tang whose telephone number is (571)272-31 16. The examiner 
can normally be reached on M-F 7-3. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Zarni 
Maung can be reached on (571)272-3939. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Karen Tang 
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